THL'S OPI NI ON WAS NOT_ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the

Boar d.

Paper No. 23
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Ex parte MATTHEWA. HOMRD |1, WLLIAME. LA VELLE,
MATTHEW B. DOBBS and TEREASA M Sl MONSON

Appeal No. 1999-0212
Application No. 08/230, 526

ON BRI EF

Bef ore COHEN, ABRAMS and NASE, Adninistrative Patent Judges.

ABRAMS, Adnministrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe decision of the exam ner finally
rejecting clains 1, 4, 7-13, 15-18 and 21-23. dains 2 and 3
have been canceled, and clains 5, 6, 14, 19 and 20 have been

al | oned.

1 Application for patent filed April 20, 1994.
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The appellants’ invention is directed to a skull fiducial
mar ker net hod and apparatus. The clains on appeal have been

reproduced in an appendix to the Brief.

THE REFERENCES

The references relied upon by the exam ner to support the

final rejection are:

GQuthrie et al. (GQuthrie) 5, 230, 623 Jul . 27
1993
Gll 2 213 066 A Sep. 8,
1989

(UK Pat ent Application)

THE REJECTI ON

Claims 1, 4, 7-13, 15-18 and 21-23 stand rejected under
35 U.S.C. §8 103 as being unpatentable over GQuthrie in view of
Gll.

CPI NI ON

Rat her than attenpt to reiterate the examner’s ful
commentary with regard to the above-noted rejection and the
conflicting viewoints advanced by the exam ner and the
appel l ants regarding the rejection, we nmake reference to the
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final rejection (Paper No. 19) and the Answer (Paper No. 22)
for the reasoning in support of the rejections, and to the
Appel l ants’ Brief (Paper No. 21), for the argunents
t her eagai nst .

The gui dance provided us by our review ng court for
eval uating the issue of obviousness is as follows: The
initial burden of establishing a basis for denying
patentability to a clainmed invention rests upon the exani ner.
See In re Piasecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788
(Fed. Cir. 1984). The question under 35 U S.C. 8 103 is not
nmerely what the references expressly teach but what they would
have suggested to one of ordinary skill in the art at the tine

the invention was nade. See Merck & Co. v. Biocraft Labs.,
Inc., 874 F.2d 804, 807,

10 USPd 1843, 1846 (Fed. Cir.), cert. denied, 493 U S. 975
(1989) and In re Keller, 642 F.2d 413, 425, 208 USPQ 871, 881

(CCPA 1981). Wile there must be sone suggestion or
notivation for one of ordinary skill in the art to conbine the
teachi ngs of references, it is not necessary that such be

found within the four corners of the references thenselves; a
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concl usi on of obviousness may be made from common know edge
and common sense of the person of ordinary skill in the art

W t hout any specific hint or suggestion in a particular
reference. See In re Bozek,

416 F.2d 1385, 1390, 163 USPQ 545, 549 (CCPA 1969). Insofar
as the references thensel ves are concerned, we are bound to
consi der the disclosure of each for what it fairly teaches one
of ordinary skill in the art, including not only the specific
t eachi ngs, but also the inferences which one of ordinary skill
in the art would reasonably have been expected to draw
therefrom See In re Boe, 355 F.2d 961, 965, 148 USPQ 507
510 (CCPA 1966) and In re Preda, 401 F.2d 825, 826, 159 USPQ
342, 344 (CCPA 1968).

The appellants’ invention is directed to a skull fiducial
mar ker apparatus that is positioned on the patient solely by
virtue of being held between the patient’s teeth. As
mani fested in claim1, the invention conprises a custom
nmout hpi ece for attachnment to the maxilla of a patient, a
proj ection extending forward fromthe nouthpi ece, a curved U

shaped bar renovably connected to the projection and having
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di stal portions for receiving fiducial markers, and fiducial
mar kers attachable to the bar. The exam ner is of the view
that all of the subject matter recited in claiml1l is taught by
GQuthrie, except for the renovabl e connection of the U shaped
bar to the forward projection of the nouthpiece. However, it
is the exam ner’s position that, in view of the teachings of
Gll, one of ordinary skill in the art would have found it
obvious to nodify the Guthrie apparatus by renovably
connecting the U shaped bar to the projection extending from

t he nout hpi ece. The appellants dispute this conclusion on the
basis that “[nJothing in the references teaches or suggests”
five listed features of claiml (Brief, page 6), and that the
references fail to show the required forwardly extending

proj ection and teach away fromthe cl ai med renovabl e
connection (Brief, pages 9 and 10). W are not persuaded by

t hese argunents that the position taken by the examner is in
error.

From our perspective, Figure 5 of Guthrie clearly shows
all of the features of the invention except for the renovable
attachnment of the U shaped bar and the forward projection from
the nmout hpiece. Wth regard to the forward projection, we
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refer to the explanation beginning on |line 45 of colum 7 for
the teaching that bite piece 550 has an inpression of the
patient’s teeth, that is, a nouthpiece, at its inner end which
is not shown in the drawing because it is within the patient’s
closed lips. This being the case, bite piece 550 constitutes
“a projection extending forward of the nouthpiece,” as
required by claim1l. Insofar as the renovabl e connection is
concerned, G Il teaches that the nouthpiece can be renovabl e
fromthe renmai nder of the skull reference apparatus, from

whi ch one of ordinary skill in the art would have found it
obvious to do so with respect to the Guthrie apparatus.
Suggestion for such woul d have been found, in our view, in the
sel f-evi dent advant ages thereof, such as ease of nanufacture
of the custom nout hpi ece obtai ned by having it renpvable from
the other portions of the device and the ability to utilize

t hese other portions with other nouthpieces, which would have

been evident to one of ordinary skill in the art, because in
an obvi ousness assessnent, skill is presuned on the part of
the artisan, rather than the lack thereof. |In re Sovish, 769

F.2d 738, 743, 226 USPQ 771, 774 (Fed. Cr. 1985).
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The appel l ants argue that the statenents in colum 8 of
Guthrie teach away fromrenovabl e attachnment of nouthpiece to
frame. We do not agree, for as we interpret these passages,
removal of the device froman intubated or sedated patient is

facilitated not because the nouthpiece is permanently attached

to the frane, but sinply because it is attached in sone

fashi on. Regarding the GII device, it clearly is nore

conpl ex than that of the appellants or Guthrie. The question
i's, however, whether GII would have suggested to one of
ordinary skill in the art making the nout hpi ece renovabl e from
the frame in this type of device, which we answer in the
affirmati ve.

It is our conclusion that the conbi ned teachi ngs of
Guthrie and G|l establish a prinma facie case of obvi ousness
with regard to the subject matter recited in claiml, and we
therefore will sustain the rejection.

The appel | ants have not provided argunents directed to
the separate patentability of any of the other clains, but
have nerely listed the elenments recited in each (Brief, pages
6-9), concluding with the statenent that “Guthrie does not
teach or suggest the clainmed features” (Brief, page 9). This
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bei ng the case, we shall consider claiml to be a
representative claim with all of the other clains falling
therewith. See 37 CFR
8 1.192(c) (7).
SUMVARY

The rejection of clains 1, 4, 7-13, 15-18 and 21-23 is
sust ai ned.

The decision of the examner is affirned.

AFFI RVED

JEFFREY V. NASE
Adm ni strative Patent Judge
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